JAGOBSON HOLMAN PLLC . 



202 393 5350 



06/07 



f 



19:52 NO. 874 09/23 



Atty. Dkt.No,:P60891US0 
Serial No.: 08/809,567 



Claims 1-5 and 7-18 were rejected under 35 USC 102(e) based on U.S. Patent 5,968,681 
(Miura). Reconsideration is requested. 

For anticipation under § 102 to exist, each and every claim limi tation, as arranged in the 
claim, must be found in a single prior art reference. Jamesbury Corp. v. Litton Industrial Products, 
Inc., 225 USPQ 253 (Fed. Cir. 1985). The absence from a prior art reference of a single claim 
limitation negates anticipation. Kolster Speedsteel ABv. Crucible Inc., 230 USPQ 81 (Fed. Cir. 
1986). A reference that discloses "substantially the same invention" is not an anticipation. 
Jamesbury Corp. To anticipate the claim, each claim limitation must "identically appear" in the 
reference disclosure. Gechter v, Davidson, 43 USPQ2d 1030, 1032 (Fed. Cir. 1997) (emphasis 
added). To be novelty defeating, a reference must put the public in possession of the identical 
invention claimed. In re Donahue, 226 USPQ 619 (Fed, Cir. 1985). 

As indicated, above, the present claims represent the rejected claims amended to include the 
preparation method of the copolymer. The preparation method of the copolymer is a ring opening 



polymerizationjr^tionj^^ polymerization catalyst as 



recited in the present claims. In the ring-opening polymerization reaction, propylene oxide does not 
react with R 1 and R 2 in the monomers of the formulas (EM) and (EQ-2). 

The rejection is based on the argument that the residue of the monomer of formula (J) in 
Miura is found in the presently claimed "polyether copolymer," According to the statement of 
rejection, "it appears to the Examiner that the repeating unit derived from propylene oxide [(A)] can 
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reside as a side chain from tbe monomer" (Office Action, page 3). The statement of rejection is 
incorrect. 

As indicated, above, the ring-opening polymerization reaction in accordance with tbe 
presently claimed invention does not involve reaction of propylene oxide with R 1 and R 2 in the 
monomers of the formulas (JD-1) and (III-2). Thus, tbe residue of the m onomer of formula (I) in 
Miura, which has an oxypropylene side chain, is not fo und in t he "polyether copolymer" of the 
presently claimed invention. Since each and every claim limitation, as arranged in tbe present 
claims, is not found in Miura, anticipation of the present claims under § 102(e) based on Miura 
cannot exist Jamesbwy Corp., supra. As such, the rejection based on Miura cannot be maintained 
against the present claims. 

The passages of Miura at column 15, line 45, to column 16, line 15, disclose the preparation 
of a monomer of formula (I). In this preparation example, propylene oxi de is not used for forming 
an oxypropylene side chain and a ring opening polymerization is not used. When as defined in 
present clajj^^^propylene oxide, ethylene oxide, and the crosslinkably reacti ve monomer of the 
formula (DOH) and/or formula (IQ-2) are reacted with each other in the presence of a ring opening 



y polymerization catalyst, a monomer of formula (J) disclosed in Miura is not obtained. 



Claims 1-5 and 7-18 were rejected for alleged obviousness-type double patenting based on 
claims 1-28 of Miura. Reconsideration is requested. 

With respect to the double patenting rejection, the statement of rejection alleges that 
motivation for the skilled artisan to modify the claims of Miura to include the weight percentage 
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limitations of the present claims comes from teachings found in the Miura specification, i.e., at 

column 4, beginning at line 40. Since the rejection relies on the disclosure of Miura, it cannot be 

maintained. According to the decision General Foods Corp. v. Studiengesellschaft Kohle mbH> 23 

USPQ 2d 1839, 1846 (Fed. Cir. 1992) (emphasis in original): 

Our precedent makes clear that the disclosure of a patent in support 
of a double patenting rejection cannot be used as though were prior 
art, even where the disclosure is found in the claims. 

Accordingly, withdrawal of the rejection is in order. 

Form PTO 1449 

Form PTO 1449 filed August 23, 2001, with lines drawn through the cited references, was 
returned with the Office Action mailed March 7, 2002. According to the Office Action, "the 
documents cited in this IDS could not be considered by the examiner as they appear to be absent 
from the file. The examiner will consider these documents upon submission of copies thereof." 
Since the documents have already been submitted to the PTO, additional copies cannot be required 
from Applicants. In particularly, in the present situation, cited reference Re. 33,967 is aU.S. patent, 
copies of which are readily available to the examiner from PTO files. 

Attached, hereto, are (1) a copy of the Form PTO 1449 that was filed by facsmrileAugust 23, 
2001, in the PTO with reference Re. 33,967, cited on the form PTO 1449, and Supplement to 
Amendment and Information Disclosure Statement and (2) a copy of the confirmation of the 
facsimile transmission. The confirmation shows a total of "19" pages transmitted, Le,, the 
Transmittal cover sheet (1 page), Supplement to Amendment and Information Disclosure Statement 
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(2 pages), Form PTO 1 449 (1 page), and cited reference Re. 33,967 (15 pages). This establishes that 
Applicants submitted a copy of the reference Re. 33,967, cited on the Form PTO 1449 . 

Notwithstanding the foregoing, in the event the Examiner has difficulty obtaining a copy of 
the cited JP 62-169823, an additional copy is provided, herewith. 

The Examiner is, again, requested to initial the Form PTO 1449 to show the cited references 
were considered and return the initialed form to the undersigned attorneys of record. 

Favorable action is requested. 



The Jenifer Building 
400 Seventh Street, N.W. 
Suite 600 

Washington, D.C. 20004 
(202) 63B-6666 
AttyDkt.No.:P63943US0 
Date: June 7, 2002 
WEP/rdt 



Respectfully submitted, 



JACOBSON HOLMAN PLLC 



By: 
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I"' Shiobara, Ryoichi; Ohi. Masao, Japan/ 
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l 73 ' Hitachi, Ltd., Japan/Japon 
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l"l 324-1 '"I 1,269,703 
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|54 ' Method of and Device for the Phase 
Correction of MR Inversion Recovery 
Images 

("l Methode et dlsposltlf de correction de 
phase des Images RM obtenues par 
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l 721 In Den Kleel. Josephus J.E.: Groen, 
Johannes P., Netherlands/ Pays- Bas 

l"! N.V.Philips'Gloeiiampenfabrieken. Nether- 
lands/ Pays- Bas 

I 2 " 520.756. I 22 ' 861017 

("I Netherlands/ Pays-Bas (8502871) 
851022 
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» 3, l INT. CL.<G01N 27/26,27/30,27/416 
I 54 ' Photoresponslve Detection and 

Discrimination 
i"> DIsposittfs de detection et de 
discrimination photosenstbles 
1721 Haleman, Dean G.; Parce. John W.; 

McConnell. Harden M., U.S.A./G.-U. 
I"' Molecular Devices Corporation, U.S.A./ 
E.-U. 

I 2, l 475.378. 850228 
I«l 890726 

I 30 ' U.S.A./£.-U. (585.334) 840301 U.S.A./ 
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I5JI 324-25 I "I 1,269,706 

l* 1 ' INT. CL. 4 G01N 27/26,27/46 

(w i Heated 0 2 Sensor Having Isolated 
Ground 

i 341 Sonde chauffee d'oxygene, a masse 
Isolee 

l 72 » Wertheimer. Harry P.; Miller, John C; 

Barua, Debojit; Tyree. Kenneth S.. 

U.S.A. ft-U. 
i"» Allied-Signal Inc.. U.S.A./£.-U. 
12,1 549.926. i"' 871022 
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1541 Terminal Member for O a Sensor 
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i 72 ' Weber. David C: Barua. Debojit. U.S.A./ 
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< S41 Seal Means for Isolated Grounded 0 2 
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I"! Wertheimer. Harry P.: Miller. John C; 
Barua. Debojit; Tyree, Kenneth S.: 
Bishop. Craig; Weber, David. 
U.S.A. /t-U. 
< 73 l Allied-Signal Inc., U.S.A./S.-U. 
' 2, I 549.928, I"' 871022 
1301 U.S.A./G.-U. (037.362) 870413 
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I s " INT. CL/G01V 3/26, G01B 7/24 
i 54 ' Method for Determining the Distance 

Between Adjacent Wells 
("> Methode pour determiner la distance 

qui separe deux murs contlgus 
™ Barnett, Paul A.; Hofstra. Paulus. Brunei; 

Lehr, Bernd C Netherlands /Pays-Bas 
(T31 Shell Internationale Research Maatschap- 

pij B.V.. Netherlands/ Pays-Bas ' 
I 2, » 536.532. I"! 870506 
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